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deemed wholly or partly inoperative or invalid . . . 

by reason of the patentee claiming more or less 

than he had a right to claim in the patent, the 

Director shall . . . reissue the patent for the 

invention disclosed in the original patent . . . .

35 U.S.C. § 251(a) (emphasis added).

Supreme Court cases have recognized this requirement 

for more than 150 years.4  [*1359] See, e.g., Battin v. 

Taggert, 58 U.S. 74, 85, 15 L. Ed. 37 (1854) (noting that 

reissued patents must be "for the same invention as the 

original patent"); Klein v. Russell, 86 U.S. 433, 466, 22 

L. Ed. 116 (1873) (same). The requirement became 

even more important when the Supreme Court first held 

that broadening reissue applications were permissible. 

See Miller v. Bridgeport Brass Co., 104 U.S. 350, 351, 

354-55, 26 L. Ed. 783, 1882 Dec. Comm'r Pat. 49 

(1881) (holding that broadening reissues were 

permissible under certain [**10]  circumstances, but that 

a patentee seeking on reissue to claim a particular 

configuration of domes relating to lamp technology 

violated the "same invention" requirement of the 

reissue statute because the original patent disclosed 

only a different configuration); see also In re Staats, 671 

F.3d 1350, 1353-54 (Fed. Cir. 2012) ("Despite the 

language of the statute referring only to narrowing 

reissues, the [Supreme] Court . . . held that the statute 

allowed for broadening reissues.").5 Thereafter, the 

Supreme Court continued to rigorously enforce the 

original patent requirement. See, e.g., Topliff v. Topliff, 

145 U.S. 156, 169-70, 12 S. Ct. 825, 36 L. Ed. 658, 

1892 Dec. Comm'r Pat. 402 (1892) (collecting and 

summarizing cases and noting that reissues "shall be for 

the same invention as the original patent, as such 

invention appears from the specification and claims of 

such original"); Corbin Cabinet Lock Co. v. Eagle Lock 

Co., 150 U.S. 38, 42-43, 14 S. Ct. 28, 37 L. Ed. 989, 

1893 Dec. Comm'r Pat. 612 (1893) (rejecting reissue

claims because they were "merely suggested or 

indicated in the original specification," and it was not 

sufficiently clear that they "constitute[d] parts or portions 

of the invention"); Sontag Chain Stores Co. v. Nat'l Nut 

Co. of Cal., 310 U.S. 281, 288, 60 S. Ct. 961, 84 L. Ed. 

1204, 1941 Dec. Comm'r Pat. 781 (1940) ("The 

reissued patent must be for the same invention . . . .").

4 As discussed below, prior to the 1952 Amendments, the 

original patent requirement was referred to as the "same 

invention" requirement.

5 This change was codified in the 1952 Amendments. See 35 

U.S.C. § 251 (1952).

The Supreme [**11]  Court's definitive explanation of the 

original patent requirement appears in U. S. Industrial 

Chemicals, Inc. v. Carbide & Carbon Chemicals Corp., 

315 U.S. 668, 62 S. Ct. 839, 86 L. Ed. 1105, 1942 Dec. 

Comm'r Pat. 751 (1942). There, the Court analyzed a 

reissue patent relating to a process for the production 

of a chemical compound. The original claims required 

the presence of water as a catalyst. After the patent was 

issued, it became clear that water was not required as a 

catalyst. The patentee asserted that the original claim 

was in error because it required the presence of water, 

and the patentee sought and obtained a reissue that 

omitted that "erroneous" requirement. The patentee 

subsequently brought suit for infringement of the newly 

added claims, which omitted the water limitation. Id. at 

670-75. The Court held the reissue claims invalid for 

failing to satisfy the "same invention" requirement. Id. at 

680-81. It explained that a reissue claim is for the 

"same invention" if the original patent specification fully 

describes the claimed inventions, but not if the broader 

claims "are [] merely suggested or indicated in the 

original specification." Id. at 676. "[I]t is not enough that 

an invention might have been claimed in the original 

patent because it was suggested or indicated in the 

specification." Id. The reissue claims were invalid 

because, although the [**12]  original specification 

hinted at the fact that water might be optional (see id. at 

672 ("Water can be admitted in the reaction vessel . . . 

.")), it was nonetheless clear that the invention disclosed 

in the original patent required the presence of water. Id. 

at 676-78. That hint, suggestion, or indication that water 

was optional was not enough to save the reissue

claims. Id. Circuit cases  [***1869]  immediately 

following Industrial Chemicals adopted the same test.6

 [*1360]  The Supreme Court's articulation of the "same 

invention" test in Industrial Chemicals was in the context 

of 35 U.S.C. § 64, which had slightly different language 

from the current reissue statute, 35 U.S.C. § 251. Prior 

to the 1952 Amendments, the statute [**13]  provided:

6 See, e.g., Freeman v. Altvater, 138 F.2d 854, 859 (8th Cir. 

1943) (citing to Industrial Chemicals and explaining that 

"[f]ailing to disclose in the original patent matters claimed in 

the reissue will not enable the patentee to cover such new 

matter by the reissue, as least when the matter was within his 

knowledge when he applied for the original patent[; i]t is not 

enough that the invention might have been claimed in the 

original patent or that it was suggested in the specification . . 

."); Monogram Mfg. Co. v. Glemby Co., 136 F.2d 961, 963 (2d 

Cir. 1943) (interpreting Industrial Chemicals as asking whether 

the reissue claims were "fairly disclosed as essential" in the 

original specification).
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Whenever any patent is wholly or partly inoperative 

or invalid . . . the commissioner shall . . . cause a 

patent for the same invention . . . to be reissued to 

the patentee . . . .

35 U.S.C. § 64 (1946) (emphasis added). The 1952 

Amendments changed the language from "the same 

invention" to "the original patent," so that the provision 

reads: "[w]henever any patent is, through error . . ., 

deemed wholly or partly inoperative or invalid . . . the 

Director shall . . . reissue the patent for the invention 

disclosed in the original patent . . . ." Id. § 251 (1952).

Despite the change in language relating to the "same 

invention" requirement, it appears that no change in 

substance was intended. There is nothing in the 

statutory language or legislative history suggesting that 

Congress intended to overturn the long line of Supreme 

Court cases culminating in Industrial Chemicals by this 

change in language. As explained in P.J. Federico, 

Commentary on the New Patent Act, reprinted in 75 J. 

Pat. & Trademark Off. Soc'y 161, 205 (1993):

While the old statute stated that the patent is 

reissued "for the same invention," the new statute 

states that the patent is reissued "for the invention 

disclosed in the original patent." Here, again, there 

is no indication in the printed record that [**14]  any 

change was intended, although a slight broadening 

effect has been argued.7

So too, in Warner-Jenkinson Co. v. Hilton Davis 

Chemical, 520 U.S. 17, 117 S. Ct. 1040, 137 L. Ed. 2d 

146 (1997), although not directly addressing the "same 

invention" requirement, the Supreme Court explained 

that "[t]he 1952 Patent Act is not materially different 

from the 1870 Act with regard to claiming, reissue, and 

the role of the PTO," and that "[s]uch minor differences 

as exist between those provisions in the 1870 and the 

1952 Acts have no bearing on [our precedent] and thus 

provide no basis for our overruling it." Id. at 26.

After the 1952 Amendments, the circuit courts and our 

predecessor court continued to view Industrial 

Chemicals as articulating the applicable test, 

irrespective of the passage of the 1952 Amendments. 

See, e.g., Bolkcom v. Carborundum Co., 523 F.2d 492, 

502 (6th Cir. 1975); McCullough Tool Co. v. Well 

7 "Federico's commentary is an invaluable insight into the 

intentions of the drafters of the Act." Symbol Techs., Inc. v. 

Lemelson Med., 277 F.3d 1361, 1366 (Fed. Cir. 2002).

Surveys, Inc., 343 F.2d 381, 389 (10th Cir. 1965); Riley 

v. Broadway-Hale Stores, Inc., 217 F.2d 530, 531 (9th 

Cir. 1954); In re Rowand, 526 F.2d 558, 559-60 

(C.C.P.A. 1975).

Thus, for example, in McCullough, the Tenth Circuit held 

a reissue patent valid over an invalidity challenge. 

Referencing Industrial Chemicals, the court stated that 

"[t]he original and reissue patents are for the same 

invention where the latter  [*1361]  fully describes and 

claims the very invention intended to be secured by the 

original patent and describes and claims only those 

things which were embraced in that invention and 

where [**15]  it is not merely suggested in the original 

but constitutes a part or portion of that invention." 

McCullough, 343 F.2d at 389. The court considered that 

"[i]t is not enough that an invention might have been 

claimed in the original patent because it was suggested 

or indicated in the specification," but must be "explicitly 

disclosed and taught" in the specification. Id. (internal 

quotation marks omitted).

Similarly, in Riley v. Broadway-Hale Stores, Inc., 217 

F.2d 530, 531 (9th Cir. 1954), the court held that a 

single, vague reference in the original specification to 

shoulder pads without gaps in the  [***1870]  padding 

did not adequately support the reissue claims, which 

claimed shoulder pads without gaps, when the original 

claims only claimed shoulder pads with gaps, and the 

specification described the gapped shoulder pads as an 

"essential feature" of the invention. Riley, 217 F.2d at 

532. As the court explained, "[t]he broader claims of the 

reissue must be more than merely suggested or 

indicated in the original patent." Id. "[I]t is not enough 

that an invention might have been claimed in the original 

invention because it was suggested or indicated in the 

specification." Id. (quoting Indus. Chems., 315 U.S. at 

675-76).

Finally, in In re Rowand, our predecessor court rejected 

a reissue claim seeking coverage of a particular 

method for making Teflon tubing when [**16]  the 

specification focused on describing the product itself. 

526 F.2d at 560. The court held that a single, vague 

statement in the specification broadly summarizing the 

general method for making Teflon tubing did not 

adequately disclose the particular method claimed on 

reissue. Id. Citing to Industrial Chemicals, the court 

held that the invention claimed on reissue was not 

sufficiently disclosed and failed under § 251. Id. at 559.

Since the creation of this court in 1982, we have 

addressed Industrial Chemicals and the original patent 
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summary of the invention  [*1363]  ("The present 

invention relates to a needle assisted jet injector."), the 

repetitive descriptions of the "present invention" as 

being for a jet injector (e.g., "[t]he present invention 

relates to a needle assisted jet injector," '846 patent col. 

2 ll. 54-55, and repetitions of "the needle assisted jet 

injector according to the present invention," id. col. 5 ll 

6-7, col. 5 ll 34-35, col. 8 ll. 21-22, col. 12 ll. 34-35, col. 

13 ll. 26-27), and the entirety of the specification ("jet" is 

mentioned 48 times in the 7-page specification).

Although safety features were mentioned in the 

specification, they were never described separately from 

the jet injector, nor were the particular combinations of 

safety features claimed on reissue ever disclosed in the 

specification. Rather, the safety features were serially 

mentioned as part of the broader conversation: how to 

build the patented jet injection device. For 

example, [**21]  Antares, in its briefing, emphasizes the 

"push button" safety feature claimed in the reissue. But, 

a "push button" is mentioned in only one passage in the 

specification: "Alternatively, a push button could be 

located at the proximal end of the device and be locked 

in an idle position. The movement of the needle guard 

could unlock the push button and allow the user to 

depress it and consequently fire the device." Id. col. 12 

ll. 9-13. These "suggest[ions]" or "indicat[ions]" of 

alternative inventions are not sufficient to satisfy the 

original patent requirement of § 251. Indus. Chems., 

315 U.S. at 676. Nowhere does the specification 

disclose, in an explicit and unequivocal manner, the 

particular combinations of safety features claimed on 

reissue, separate from the jet injection invention. This 

does not meet the original patent requirement under § 

251.9

The situation here is quite unlike Amos, in which we 

held that the original patent requirement was satisfied. 

In Amos, the patentee sought to broaden his claims 

on [**22]  an invention relating to the use of rollers to 

hold down work-pieces on a moving table. The 

specification expressly disclosed that rollers, as they 

approached the end of the table, could be "raised either 

mechanically by the roller cams or electronically by the 

computer controlling the router." Amos, 953 F.2d at 614. 

9 Although the appeal before us is from the denial of a 

preliminary injunction, whether the claims at issue satisfy the 

original patent requirement of § 251 does not depend on any 

not-yet-resolved factual issues, so a remand is not required. 

See LifeScan Scotland, Ltd. v. Shasta Techs., LLC, 734 F.3d 

1361, 1368-69 (Fed. Cir. 2013).

The original claims only covered the manual 

embodiment. On reissue, the applicant sought to add 

the computer-controlled embodiment. Id. The Board 

denied the reissue because there was no objective 

intent to claim. Id. at 615. This court reversed the Board 

because the exact embodiment claimed on reissue was 

expressly disclosed  [***1872]  in the specification. Id. at 

617-19. Such an express disclosure is exactly what was 

missing here.

CONCLUSION

The claims on appeal are invalid for failure to satisfy the 

original patent requirement of 35 U.S.C. § 251. Because 

Antares cannot show likelihood of success on the merits 

with respect to these claims, the district court properly 

denied Antares' motion for preliminary injunction.

AFFIRMED

Costs to appellees.
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